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John Sanoni des (the appellant) appeals fromthe final
rejection of clains 14 and 15, the only clains remaining in
t he application.

We AFFI RM

The appellant's invention pertains to a method of
permanent|ly marking an identifying indicia on a part.
| ndependent claim 14 is further illustrative of the appeal ed
subject matter and a copy thereof may be found in Appendix A
of the brief.

The references relied on by the exam ner are:

Al t man 3,963, 338 Jun. 15, 1976

Wight et al. 4,687,725 Aug. 18, 1987
(Wight)

Lawson 5,044, 791 Sep. 3, 1991

Clainms 14 and 15 stand rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appellant regards as the invention.

Clainms 14 and 15 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over either Altman, Lawson or Wi ght.

The rejections are explained on pages 2-4 of the final

rejection. The argunents of the appellant and exam ner in
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support of their respective positions nmay be found on pages 3-

9 of the brief and pages 6-10 of the answer.

OPI NI ON

Considering first the rejection of clainms 14 and 15 under
35 U.S.C. 8 112, second paragraph, the examner is of the
opinion that the recitation of a part "such as" an autonobile
part in independent claim 14 renders the clains indefinite.
As to claim 15, the examner is further of the opinion that
the recitation of the release of the encapsul ated surface
et chant being acconplished over a "predeterm ned period of
time" is also indefinite.

Wth respect to the "such as" Iimtation in independent
claim 14, the appell ant argues:

That statenment to which the exam ner objects is
nmerely exenplary as [to] the type of part which may

be permanently marked by the nethod. It certainly
does not render the claimunclear. |If anything, it
renders it nore clear. It is perfectly clear that

the nethod permanently marks indicia on a part such

as, for exanple, an autonobile part. How could the

statenent be nore clear? [Brief, page 3.]

The appel lant's argunents are not persuasive. The
recitation "such as an autonobile part" is vague and uncertain

since it is not clear fromthe specification what the
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appel l ant intended to cover by the recitation "such as.” Note
Ex parte Remark, 15 USPQRd 1498, 1500 (Bd. Pat. App. & Int.
1990); Ex parte Kristensen, 10 USPQ2d 1701, 1703 (Bd. Pat.

App. & Int. 1989); Ex parte Steigerwald, 131 USPQ 74, 75 (Bd.
App. 1961); Ex parte Hasche, 86 USPQ 481, 482 (Bd. App. 1949);
and Ex parte Hall, 83 USPQ 38, 39 (Bd. App. 1948). The

appel lant's specification provides no restricting exanples or
gui delines for use in determ ning when a particular part is,

or is not, to be considered a part "such as" an autonobile
part and, accordingly, one of ordinary skill in the art is
precluded fromdeterm ning the netes and bounds of the clained
subject matter. |Indeed, this uncertainty is exenplified by
the fact that the appellant with respect to the 8 103
rejection (1) appears to contend that there is a "great deal

of difference" between the marking of a part "such as" an

aut onobi l e part and the marking of the "part” (i.e., the netal
coated sheet) of Altman (see the paragraph bridgi ng pages 5
and 6 of the brief) and (2) that in Lawson the wire, rather
than the outer |ayer or covering of the sleeve |abel 22, nust
be considered to be the part "such as" an autonpbile part

(brief, page 6) whereas the exam ner urges that both the



Appeal No. 96-3586
Application No. 08/262, 848

graphi c product of Altman and the sl eeve | abel of Lawson can
be considered to correspond to such a part.

We cannot, however, agree with the exam ner that the
recitation in dependent claim15 of the rel ease of the
encapsul at ed surface etchant bei ng acconplished "over a
predeterm ned period of time" by the dissolution of all or
part of the encapsul ating constituent renders this claim
indefinite. One of ordinary skill in this art would
under st and, dependent upon the particul ar thickness and type
of material selected for the encapsul ation of the etchant,
that the encapsulating material will dissolve and rel ease the
etchant in a finite period of tinme which can be
"predeterm ned. "

Since claim15 is indefinite by virtue of its dependency
on claim1l4, we will sustain the rejection of clainms 14 and 15
under 35 U. S.C. 8 112, second paragraph.

Turning to the rejection of clains 14 and 15 under 35
U S.C. 8 103 as being unpatentable over either Al tman, Lawson
or Wight, we note that nornmally a claimwhich fails to conply
wi th the second paragraph of 8 112 will not be analyzed as to

whether it is patentable over the prior art since to do so
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woul d necessarily require speculation with regard to the netes
and bounds of the clained subject matter. See In re Steele,
305 F.2d 859, 862-63, 134 USPQ 292, 295-96 (CCPA 1962) and In
re Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970).
Nevertheless, in this instance, in an effort to avoid

pi eceneal appellate review (see Ex parte Saceman, 27 USPQd
1472, 1474 (Bd. Pat. App. & Int. 1993) and Ex parte |onescu,

222 USPQ 537, 540 (Bd. App. 1984)) we nake the follow ng
interpretations of the term nol ogy appearing in i ndependent
claim14 for the purpose of reaching the rejection based on
prior art. Inclaiml1l4, lines 1 and 2, we interpret "a part
such as an autonobile part” to be -- a part --.

Turning specifically to the rejection of claim 14 under
35 U.S.C. 8 103 based on the teachings of Atman, the
appel I ant argues that:

The etchant [of Altnman] etches through an extrenely
t hin vapor-deposited al um numor zinc coating to
produce a specularly reflective mark for projection.
Altman's "alternate enbodi nent” (Col. 5, line 67 et
seq.) suggests coating the entire surface of the
sheet with "m crocapsul es which contain an etchant
fluid["] and using the marking pen 96 nerely to
rupture the capsules. There is nothing in this

pat ent whi ch woul d show a person skilled in the art
how to permanently mark an identifying indicia on a
part such as an autonobile part using a nmarking

6



Appeal No. 96-3586
Application No. 08/262, 848

m xture of ink and an encapsul ated surface etchant.

There [is] a great deal of difference between the

mar ki ng of a part and the use of an ink containing a

base or acid for marking a paper sheet having a

nmetallized coating, the thickness of which is in the

range of 500-2500 Angstromunits, see columm 4,

lines 35-36. The ink in the marker of the

alternative enbodi nent does not contain an

encapsul ated etchant. Indeed, an encapsul ated

product probably would not flow through a porous

mar ki ng pen applicator. [Brief, pages 5 and 6.]

We do not find these contentions persuasive. The
appellant's argunent that the "ink in the marker of the
alternative enbodi mrent does not contain an encapsul ated
etchant” is not commensurate with the scope of the clai ned
subject matter. That is, independent claim 14 nore broadly
sets forth the step of applying an indicia printed "wth a
m xture of a visible ink and an encapsul ated surface etchant,"”
rat her than m crocapsul es of etchant contained within the ink
as the appellant appears to argue. In the enbodi nent of Fig.
7, Altman discloses a graphic product or "part" that includes
a |layer 88 of vapor deposited alum num and a | ayer 94 of
m crocapsul es which is adhered to the |ayer of alum num by an
adhesive 92. Wth respect to an alternative enbodi nent of

Fig. 7 it is stated that:

In an alternative enbodi nent of the product of
FIG 7, granules 94 are in the formof m crocapsul es

7



Appeal No. 96-3586
Application No. 08/262, 848

whi ch contain an etchant fluid of the type disclosed

in connection with FIG 6 and marker 96 is sinply a

pressure applying el enment capable of rupturing the

capsules in order to rel ease the etchant fluid.

[Col. 5, line 67, through col. 6, line 4.]
Consi dering the enbodi nent of Fig. 6, in order to determ ne
the type of etchant fluid used, Altman in col. 5, lines 29 and
30, refers to "the dyes in etchant fluid 86, 112" and in col.
5, lines 3-21, makes it clear that the fluid 86 (i.e., "ink"
see col. 5, line 3) of this enbodi nent contains both a dye and
an etchant. Thus, in the alternative enbodi nent of Fig. 7,
both the "ink" and etchant are contained in the mcrocapsul es.
Accordingly, giving the term nology of independent claim 14
its broadest reasonable interpretation,? a "m xture of a
visible ink and an encapsul ated surface etchant” can be
considered to be applied to the etchable surface 88 when the

m crocapsul es are ruptured by the pressure applying elenent in

the alternative enbodinment of Fig. 7. It is also clear that

2 The termnology in a pending application's clainms is to
be given its broadest reasonable interpretation (In re Mrris,
127 F.3d 1048, 1056, 44 USPQd 1023, 1028 (Fed. Cir. 1997) and
In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed.

Cir. 1989)) and Iimtations froma pending application's
specification will not be read into the clainms (Sjolund v.
Musl and, 847 F.2d 1573, 1581-82, 6 USPQ@d 2020, 2027 (Fed.
Cir. 1988)).
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the pressure applying elenment in the alternative enbodi nent of
Fig. 7 is sinply a pressure applying instrunment rather than a
"porous marking pen applicator” as the appellant woul d have us
believe. As to the appellant's reference to a particul ar

t hi ckness of the netallized coating on the graphic product or
"part" of Altman, independent claim 14 does not require that
the etchabl e surface be of any particul ar thickness.?

In view of the foregoing, we will sustain the rejection
of claim 14 under 35 U.S.C. 8§ 103 as being unpatentabl e over
Al t man.

Turning to the rejection of claim14 under 35 U S.C. 8§
103 based on the teachings of Lawson, the appellant concedes
that the Lawson patent places a visible mark on the outer
| ayer or covering of the "sleeve |abel” 22 by etching but,
neverthel ess, contends that "[t]here is no indication that the
part itself, i.e., the wire, is to be etched" (brief, page 6).
We nust point out, however, that not wthstanding the fact
that the outer layer or covering (col. 3, lines 8 and 9) of

sl eeve | abel 22 is subsequently placed over a wire, this

31t is well settled that features not claimed may not be
relied upon in support of patentability. Inre Self, 671 F.2d
1344, 1348, 213 USPQ 1, 5 (CCPA 1982).
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sl eeve and its outer |ayer or covering can, giving the
term nol ogy of independent claim14 its broadest reasonable

interpretation (In re Murris, supra, and In re Zletz, supra)
broadly be considered to be a "part."

The appel l ant al so contends that there is no indication
in Lawson of "any m xture of ink with an etchant nuch | ess
with ink and an encapsul ated etchant” (brief, page 6). W do
not agree.

Lawson states that

the pressure sensitive nmaterial is of the type

having m cro-encapsul ated material which ruptures

when i npressed by a print character. The mcro-

encapsul ated material is preferably an etchant which

burns into a | ayer covering the etchant, thereby

burning a dark color into the covering from beneat h.

Q her mcro-encapsul ated material, such as a

colorant material, or

two different materials which produce a col or when

m xed together by rupturing, may be used. [Col. 3,

lines 4-12; enphasis added. ]

In our view, the reference by Lawson to the "other
encapsul ated material” as being a "colorant material,” if not

teaching, would at least fairly suggest* to the artisan that

4 The issue of obviousness is not only determ ned by what
the references expressly state but also is determ ned by what
they would fairly suggest to those of ordinary skill in the
art. See, e.g., Inre DeLisle, 406 F.2d 1386, 1389, 160 USPQ
806, 808-09 (CCPA 1969) and In re Bozek, 416 F.2d 1385, 1390,
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the colorant material be "ink."® Wen the m crocapsul es of
etchant material and colorant material or ink are ruptured, a
"m xture of a visible ink and an encapsul ated surface etchant”
can be considered to be applied to the |layer or covering.
This being the case, we will sustain the rejection of claim14
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Lawson.

Consi dering next the rejection of clains 14 and 15 under
35 U. S.C. 8§ 103 based on the teachings of Wight, the exam ner
notes that Wight discloses (1) "a method of etching in which
encapsul ated etchant is used (e.g. at col. 2, lines 35-43)"
(answer, page 8) and (2) that "the m crocapsul es can be
applied to the substrate neat or m xed wth adhesive, col. 8-

9" (answer, page 5). Wiile this may be true, Wight's method

163 USPQ 545, 549-50 (CCPA 1969). Moreover, in evaluating
such references it is proper to take into account not only the
specific teachings of the references but also the inferences
whi ch one skilled in the art would reasonably be expected to
draw therefrom See In re Preda, 401 F.2d 825, 826, 159 USPQ
342, 344 (CCPA 1968).

> Webster's Third New International Dictionary of the
Engl i sh Language, Unabridged, G & C. Merriam Co.
Springfield, MA 1961, defines "ink" as -- la: a fluid or

vi scous material of various colors . . . that is conposed
essentially of a pignent or dye in a suitable vehicle and is
used for witing and printing . . . b: asimlar solid

preparation . . . --.
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is directed to formng relief inmages such as intaglio printing
plates (col. 1, lines 7-9). To this end, Wight adheres a

| ayer of mcrocapsules (that includes a photosensitive
conposition and an etchant) on an etchabl e support "such as a
support useful in preparing a printing plate, a printed
circuit, or the like" (col. 2, lines 2 and 3). The

phot osensi tive conposition hardens when exposed to actinic
radi ati on and areas of the etchable support which are not
desired to be etched are exposed to such radiation in order
that the capsules will resist rupture during the application
of a force to the layer of mcrocapsules. Accordingly, when a
force is subsequently applied to the entire m crocapsul e

| ayer, the mcrocapsules will be ruptured only in those areas
t hat have not been exposed to actinic radiation, resulting in
a relief pattern being formed on the etchabl e support (see,
generally, colum 2). Thus, while Wight broadly teaches an
etchant contained in rupturable m crocapsules, there is
absolutely nothing therein which would either teach or fairly
suggest "applying to the etchable surface an indicia printed

wth a mxture of a visible ink and an encapsul ated surface

etchant" (enphasis added) as set forth in i ndependent claim

12



Appeal No. 96-3586
Application No. 08/262, 848
14. Wth respect to claim15, we further find nothing in
Wight which would either teach or fairly suggest "a tinme
rel ease encapsul ation" as clainmed. Accordingly, we will not
sustain the rejection of clains 14 and 15 under 35 U S.C. §
103 as bei ng unpat entabl e over Wi ght.

Considering last the rejection of claim15 under 35
U S C
8 103 based on the teachings of either Altman or Lawson, it is
the exam ner's position that:

Various encapsulating materials were known in

the art at the tine of the invention, including

mat erials usable for tinme rel ease encapsulation. It

woul d have been within the general skill of a worker

in the art at the tinme of the invention to select an

appropriate encapsul ating material based on the

i nt ended use/ application/ node of action of the

etching m xture. [Answer, page 5.]

W will not support the examiner's position. As the
exam ner apparently recogni zes, there is nothing in either
Al tman or Lawson which either teaches or fairly suggests tine
rel ease encapsul ati on. Qobvi ousness under 8§ 103 is a | egal
concl usi on based on factual evidence (In re Fine, 837 F.2d
1071, 1073, 5 USPQ@d 1596, 1598 (Fed. Cr. 1988)) and the nere
fact that, as a broad proposition, tine rel ease encapsul ating

mat eri al s were known, does not provide a sufficient factual
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basis for establishing the obviousness of the clainmed tine
rel ease encapsul ation within the nmeaning of 35 U . S.C. § 103
(see In re GPAC Inc, 57 F.3d 1573, 1582, 35 UsSPQ@d 1116, 1123
(Fed. Cir. 1995 and In re Warner, 379 F.2d 1011, 1017, 154
USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S. 1057
(1968)). Therefore, we will not sustain the rejection of
claim15 under 35 U.S.C. § 103 as bei ng unpat ent abl e over
either Altman or Lawson.

I n summary:

The rejection of clains 14 and 15 under 35 U. S.C. § 112,
second paragraph, is affirned.

The rejection of claim14 under 35 U S.C. 8 103 (1) based
on the teachings of either Altman or Lawson is affirnmed and
(2) based on the teachings of Wight is reversed.

The rejection of claim 15 under 35 U S.C. § 103 based on

the teachings of either Altman, Lawson or Wight is reversed.
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED
Harrison E. McCandlish, Senior )
Adm ni strative Patent Judge )
)
)
)
I rwi n Charl es Cohen ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
James M Mei ster )
Adm ni strative Patent Judge )
tdc
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Thomas E. Smith

Lee Mann Smth McWIIians
Sweeney & Onhl son

P. 0. Box 2786

Chi cago, IL 60690-2786
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